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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . Receipt is acknowledged of a request for continued examination (RCE) under 37 
CFR 1.114, including the fee set forth in 37 CFR 1.17(e) and a submission 
(amendment), filed on June 30, 2008. This request has been deemed proper and this 
application has been hereby examined in view of said amendment. 

Response to Amendment 

2. The 35 U.S.C. 103(a) rejection of amended claims 6-14 as unpatentable over 
USPN 6,268,417 B1 to Ozawa et al. (hereinafter 'Ozawa') in view of USPN 5,683,819 to 
Mori et al. (hereinafter 'Mori') previously made of record in item 1 on page 2 of the Final 
Office Action of December 13, 2007 (hereinafter 'FOA') has been withdrawn in view of 
Applicant's amendment to sole independent claim 6 in the response to FOA filed with 
RCE on June 30, 2008 ('Response') requiring the hydrogenated nitrile polymer to 
contain at least three monomeric components and further limiting its Mooney viscosity 
to less than 10. 

3. The obviousness-type double patenting rejections of claims 6 and 9 as 
unpatentable over claims 6 and 7 of copending Application No. 10/878,080 ('080 app) 
has been maintained for reasons previously made of record in item 4 on page 2 of FOA. 
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4. The 35 U.S.C. 103(a) rejection of amended claims 6, 7 and 10-13 as 
unpatentable over Mori previously made of record in item 6 on page 3 of FOA has been 
withdrawn in view of Applicant's amendment to claim 6 as discussed above in 
paragraph #2. 

5. The 35 U.S.C. 102(b) rejections as anticipated by United States Patent Number 
(USPN) 2,714,562 to Hechtman, hereinafter 'Hechtman'; by USPN 3,600,268 to Hori, 
hereinafter 'Hori'; and by USPN 2,656,292 to Hoover, hereinafter 'Hoover', that were 
previously made of record in items 10-12 on pages 4-6 of FOA, have been withdrawn in 
view of Applicant's amendment to claim 6 as discussed above in paragraph #2 

6. The 35 U.S.C. 103(a) rejection of claims 6-14 as unpatentable over United States 
Patent Application Publication Number 2003/0171500 Al to Guo (hereinafter 'Guo') in 
view of USPN 6,780,939 to Guerin (hereinafter 'Guerin'939'); USPN 7,105,606 
(hereinafter 'Ong'); or by United States Patent Application Publication Number 
2004/01 13320 A1 to Guerin (hereinafter 'Guerin'320') have been maintained for 
reasons previously made of record in item 14 on page 6 of FOA. 

Response to Arguments 

The Double Patenting Rejection (item 3 on page 2 of FOA) 

7. Applicant did not file arguments in Response traversing the captioned rejection. 
Accordingly, this obviousness-type double patenting rejection has been maintained. 
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The 35 U.S.C. 102 Rejections over Hechtman, Hori and Hoover (items 10-12 on pages 
4-6 ofFOA) 

8. Applicant's arguments filed in Response regarding the captioned 35 U.S.C. 
102(b) rejections as anticipated by Hechtman, by Hori and by Hoover have been 
considered but deemed moot due to the withdrawal of these rejections in view of 
Applicant's amendment to independent claim 6 requiring the hydrogenated nitrile 
polymer to contain at least the three monomeric components recited in said claim while 
further limiting its Mooney viscosity to be less than 10. Hectman and Hoover do not 
disclose the nitrile copolymer to contain the third monomer component that is an 
unsaturated carboxylic acid or derivative, whereas Hori does not teach the polymer 
having a Mooney viscosity of less than 10. 

The 35 U.S.C. 103 Rejections over Ozawa and Mori (items 1 and 6 ofFOA) 

9. Applicant's arguments filed regarding captioned the 35 U.S.C. 103(a) rejections 
as unpatentable over Mori (item 6) and over Mori and Ozawa (item 1) have been 
considered but have become moot due to the withdrawal of this rejection in view of 
Applicant's amendment to independent claim 6 limiting the Mooney viscosity to be less 
than 10. Neither reference teaches or suggests a nitrile copolymer having a Mooney 
viscosity of less than 10. 
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The 35 U.S.C. 103 Rejection over Guo with Guerin'939. Ona or Guerin'320 (item 14 of 
FOA) 

10. Applicant's arguments filed regarding the 35 U.S.C. 103(a) rejection of claims 6- 
1 4 as unpatentable over Guo in view of Guerin'939, Ong or Guerin'320 have been fully 
considered but deemed unpersuasive. 

In response to Applicant's arguments against the Guo reference individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). Although Guo does not disclose the nitrile rubber copolymer to have a Mooney 
viscosity of less than10, it would be obvious to instead use the hydrogenated rubber 
copolymer taught in each of the three secondary references due to the enhanced 
processing properties of the resultant tape roll article as discussed in item 14 of FOA. 

Applicant's assertions are incorrect as to the nitrile rubber polymers disclosed in 
the prior art of the instant rejection not possessing a Mooney viscosity of less than 10. 
Each of the three secondary references of the instant rejection (that is, Guerin'939, Ong 
or Guerin'320) teaches hydrogenated nitrile polymers having a Mooney viscosity of less 
than 10. (See, e.g., Experiment 3 in col. 9 of Guerin'939; Abstract of Ong; Examples 1 
and 4 on Tables 2 and 3, respectively, and claim 3 of Guerin'320) 

Thus, the claims, as amended, remain unpatentable over Guo in view of 
Guerin'939, Ong or Guerin'320. 
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Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Figueroa whose telephone number is (571)272- 
8916. The examiner can normally be reached on Monday-Thursday 8:00-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JJF/RPG 

/John J. Figueroa/ 
Examiner, Art Unit 1796 



